THI'S OPI NION WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef or e ABRAMS, FRANKFORT and CRAWORD, Adm ni strative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusa
to allow clains 4 through 9 as anended subsequent to the fina
rejection in a paper filed August 18, 1997 (Paper No. 10).
Clainms 4 through 9 are all of the clains remaining in the

application. Cains 1 through 3 have been cancel ed.

1 Application for patent filed July 17, 1995.
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Appel lant’ s invention relates to a dispenser for
di spensi ng single polyethylene bags froma roll of such bags.
More particularly, the clainmed subject matter, exenplified by
I ndependent claim 8, addresses the conbination of a di spenser
and a roll of polyethylene bags of a specific construction,
whi ch bag construction cooperates with the structure of the
di spenser in a particular manner to enable only a single bag
at a tine to be dispensed fromthe roll of bags. A copy of
i ndependent claim8 can be found in the Appendix to

appel lant’ s brief.

The prior art references relied upon by the examner in

rejecting the appeal ed clains are:

d uck 2,507, 403 May 9, 1950

Shi masaki 5, 097, 998 Mar. 24, 1992

Wil fong, Jr. et al. 5,207, 368 May 4, 1993
(W1 fong)

Mar shal | 0427365A2 May 15, 1991

( Eur opean Patent Application)

Clains 4 through 9 stand rejected under 35 U S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch appell ant regards as the invention.
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Clains 8 and 9 stand rejected under 35 U . S.C. § 103 as

bei ng unpatentabl e over Marshall in view of WIfong.

Claim4 through 6 stand rejected under 35 U . S.C. § 103 as
bei ng unpat entabl e over Marshall in view of WIfong as applied

to claim8 above, and further in view of d uck.

Claim?7 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Marshall in view of WIlfong and 3 uck as

applied to clainms 4-6 above, and further in view of Shimasaki

Rat her than attenpt to reiterate the exam ner's ful
comentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and appel | ant
regarding the rejections, we nake reference to the examner's
answer (Paper No. 16, nmmiled May 27, 1998) for the reasoning
in support of the rejections, and to appellant’s brief (Paper
No. 15, filed April 3, 1998) and reply brief (Paper No. 18,

filed July 29, 1998) for the argunents thereagainst.
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OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and clai ns,
to the applied prior art references, and to the respective
positions articul ated by appellant and the examner. As a
consequence of our review, we have nmade the determ nations

whi ch foll ow.

Looking first at the examner's rejection of clains 4
t hrough 9 under 35 U S.C. 8§ 112, second paragraph, we note
that the exam ner has taken the position that the recitations
in the |ast clause of independent claim8 regarding “a roll of
pol yet hyl ene bags” and “a single central slot” represent a
doubl e inclusion of the sanme phrases previously recited, e.g.,
inlines 1 and 2 of the claim W do not agree. Like
appel lant, we view the recitation in the preanble of claim8

on appeal as nerely setting forth the general type of

di spenser being clained, i.e., a dispenser “for dispensing
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si ngl e polyethylene bags froma roll of polyethylene bags,”
while the last clause of the claimpositively sets forth that
t he di spenser contains a roll of polyethyl ene bags of a
specific construction, and that said specific bag construction
cooperates with the plurality of

truncated teeth of the dispensing slot of the dispenser in a
particul ar manner to enable only one bag at a tinme to be

di spensed fromthe roll of bags. Thus, it is clear to us that
appellant is claimng a conbination in the clains before us on
appeal, wherein a specific formof dispenser and a specific
form of polyethylene bags on a roll are set forth together as
defining the subject matter appellant regards as his
invention. Since we find no “double inclusion” problemin
appel l ant’ s i ndependent claim@8, it follows that the

exam ner’s rejection of claim8 under 35 U S.C. § 112, second
par agraph, and of clains 4 through 7 and 9 which depend

therefrom wll not be sustained.

Regarding the examner’s rejection of clainms 8 and 9
under 35 U.S.C. § 103 as bei ng unpatentable over Marshall and

Wl fong, we note, with respect to i ndependent claim8, that
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t he exam ner has taken the position that it would have been
obvious to one of ordinary skill in the art to nodify the
sawm oot h-1i ke teeth in the dispensing slot (32) of the plastic
bag di spenser of Marshall, Figures 1-7, to be in a form
wherein the teeth have “truncated crests and roots as taught
by WIfong” (answer, page 5), so as to facilitate a | arger
area of engagenent for subsequent tearing of individual bags.
As for the recitation in

the | ast clause of appellant’s independent claim8 that the
di spenser nust also contain “a roll of polyethylene bags
separated by a single central slot and perforations” and the
further requirenent that the pair of opposed interdigitating
t oot hed edge surfaces of the housing nust be in engagenent
with “a central slot separating two bags to enable a single

bag to be dispensed fromthe roll,” the exam ner has urged

(answer, page 6) that
these limtati ons have not been given any patentabl e

wei ght, since it has been held that a recitation with
respect to the manner in which a clained apparatus

IS i ntended to be enpl oyed does not differentiate
t he cl ai ned apparatus froma prior art apparatus
satisfying the clained structural limtations.

The exam ner cites Ex parte Masham 2 USPQ2d 1647 (BPAlI 1987)

as support for the above proposition.
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Li ke appellant, we observe that the roll of polyethylene
bags and the interrel ationship between the structure of the
bags and the structure of the dispenser set forth in the | ast
cl ause of claim8 on appeal are positive recitations clearly

establishing that the claimed subject natter is a conbination

wherein a specific formof dispenser and a specific form of

pol yet hyl ene bags on a roll are set forth together as defining
the subject matter appellant regards as his invention. Thus,

the examiner’s attenpt to dismss these recitations as nerely
relating to intended use of the dispenser per se is entirely

i nappropriate, and for that reason alone we refuse to sustain
the examiner’s rejection of clains 8 and 9 under 35 U. S.C. §

103.

Wth regard to the exam ner’s use of a per se rule such

as that derived from Ex _parte Masham we direct the exam ner’s

attention to In re Cchiai, 71 F.3d 1565, 1572, 37 USPQ2d 1127,

1133 (Fed. Cir. 1995) and In re Brouwer, 77 F.3d 422, 425-26,
37 USPQd 1663, 1666 (Fed. Cir. 1996) wherein the Federa
Crcuit has held that the clainmed invention as a whol e nust be

eval uat ed under the standards set down in G ahamv. John Deere
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Co., 383 U S. 1, 148 USPQ 459 (1966), and its progeny, and
that the use of per se rules is inproper in applying the test
for obviousness under 35 U.S.C. § 103 since such rules are
i nconsistent with the fact-specific analysis of clains and

prior art mandated by section 103.

As a further comentary, we also note that we share
appellant’s view that it would not have been obvi ous to one of
ordinary skill in the art, based on the teachings of Marshal
and Wlfong, to nerely alter the configuration of the
plurality of sawtooth-like teeth seen in the dispensing sl ot
(32) of the bag dispenser of Marshall to be in a formlike
that set forth in appellant’s claim8 on appeal. If anything,
it appears to us that the teachings of WIfong woul d have been
suggestive to one of ordinary skill in the art of repl acing
the plurality of sawtooth-like teeth in the dispensing slot of
Marshall with an arrangenent |ike that seen in WIfong,
wherein there is a pair of outer slot portions (e.g., 36, 37)
separated by a single tongue (42). 1In this regard, we point
to colum 1, lines 11-36, in WIfong wherein the patentee

observes that zig-zag configuration slots, apparently |ike
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those seen in Marshall, are sensitive to changes in bag size
and thickness of the plastic filmand cause the di spensed bags
to be winkled as they are w thdrawn, whereas the
configuration of the dispensing slot disclosed in the WIfong
patent is said to overcone those di sadvantages of the zig-zag
slot design. Gven this situation, we see no reason why one
of ordinary skill in the art would have been led to nerely
truncate the crests and roots of the sawtoothed edge surfaces
in Marshall as is urged by the exam ner, since such an
arrangenent woul d appear, because of the truncated teeth, to
be even nore sensitive to changes in thickness of the plastic
filmfromwhich the bags

are made than the sawtooth arrangenent presently seen in
Marshall. For this added reason, we refuse to sustain the
exam ner’s rejection of clans 8 and 9 on appeal under 35
Uus.C

8§ 103 based on the collective teachings of Marshall and

W f ong.

We have al so reviewed the teachings of duck and

Shi masaki applied by the exam ner agai nst dependent clains 4
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through 6 and 7 on appeal. However, we find nothing in these
prior art references which alters our view as stated above
with regard to the basic conbination of Marshall and W1 fong,
that is, the patents to @ uck and Shimasaki do not supply that
whi ch we have found to be | acking in the exam ner’s

conbi nati on of Marshall and WIfong. Thus, the exam ner’s
rejections of clains 4 through 7 under 35 U S.C. 8§ 103 wi Il

| i kewi se not be sustai ned.

In view of the foregoing, the exam ner's decision
rejecting clainms 4 through 9 of the present application under
35 U S.C

8§ 103 i s reversed. In addi ti on, the exam ner’s deci sion

rejecting clainms 4 through 9 under 35 U S.C. 8§ 112, second

par agraph, is also reversed.
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REVERSED

NEAL E. ABRANMS
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

N N N N N N N N N N N N N N N

CEF/ ki s

John R Casperson

P. O Box 2174

Fri endswood, TX 77549
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